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A TRADEMARK CAN BE ANY OF THE FOLLOWING EXCEPT A GENERIC TERM OR DESCRIPTOR THAT FAILS TO DISTINGUISH ONE
BUSINESS’S GOODS OR SERVICES FROM ANOTHER. [UNDERSTANDING WHAT CONSTITUTES A TRADEMARK IS ESSENTIAL FOR
BUSINESSES AND LEGAL PROFESSIONALS ALIKE, AS TRADEMARKS PLAY A CRUCIAL ROLE IN BRANDING, MARKETING, AND
INTELLECTUAL PROPERTY PROTECTION. A TRADEMARK IS A SYMBOL, WORD, PHRASE, DESIGN, OR COMBINATION THEREOF THAT
IDENTIFIES AND DIFFERENTIATES THE SOURCE OF PRODUCTS OR SERVICES. HO\X/EVER, NOT EVERY MARK OR SIGN QUALIFIES FOR
TRADEMARK PROTECTION. THIS ARTICLE DELVES INTO THE VARIOUS FORMS A TRADEMARK CAN TAKE, THE ELEMENTS THAT ARE
EXCLUDED FROM TRADEMARK ELIGIBILITY, AND THE LEGAL PRINCIPLES UNDERLYING THESE DISTINCTIONS. BY EXPLORING THESE
ASPECTS, READERS WILL GAIN CLARITY ON WHAT A TRADEMARK CAN BE AND, MORE IMPORTANTLY, WHAT A TRADEMARK
CANNOT LEGALLY BE. THE FOLLOWING SECTIONS EXPLORE THE NATURE OF TRADEMARKS, ACCEPTABLE FORMS, EXCLUSIONS, AND
EXAMPLES TO ILLUSTRATE THE CONCEPT CLEARLY.
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UNDERSTANDING THE NATURE OF A TRADEMARK

A TRADEMARK SERVES AS A DISTINCTIVE SIGN USED BY BUSINESSES TO IDENTIFY THEIR GOODS OR SERVICES AND DISTINGUISH
THEM FROM COMPETITORS. |T HELPS CONSUMERS RECOGNIZE THE ORIGIN OF A PRODUCT OR SERVICE AND ASSURES THEM OF
CONSISTENT QUALITY. THE PRIMARY PURPOSE OF A TRADEMARK IS TO PREVENT CONFUSION IN THE MARKETPLACE AND TO
PROTECT THE GOODWILL OF THE BRAND OWNER. T RADEMARK LAW IS DESIGNED TO GRANT EXCLUSIVE RIGHTS TO THE OWNER,
ALLOWING THEM TO PREVENT OTHERS FROM USING A SIMILAR MARK THAT COULD DECEIVE OR CONFUSE CONSUMERS.

TRADEMARKS ARE GOVERNED BY VARIOUS LAWS AND REGULATIONS, BOTH AT THE FEDERAL AND STATE LEVEL IN THE UNITED
STATES, AND INTERNATIONALLY THROUGH TREATIES AND AGREEMENTS. THE SCOPE OF WHAT A TRADEMARK CAN BE IS BROAD,
BUT IT IS NOT UNLIMITED. CERTAIN SIGNS, PHRASES, AND SYMBOLS ARE EXCLUDED BECAUSE THEY LACK DISTINCTIVENESS OR ARE
CONSIDERED GENERIC OR FUNCTIONAL.

ForMs A TRADEMARK CAN T AKE

TRADEMARKS ARE VERSATILE IN FORM AND CAN ENCOMPASS A WIDE RANGE OF IDENTIFIERS. THE LAW RECOGNIZES SEVERAL
CATEGORIES UNDER WHICH A TRADEMARK MAY QUALIFY FOR PROTECTION. UNDERSTANDING THESE FORMS IS CRUCIAL IN
RECOGNIZING WHAT A TRADEMARK CAN BE AND, BY CONTRAST, WHAT IT CANNOT BE.

¥ orD MARKS

\X/ORD MARKS ARE PERHAPS THE MOST COMMON TYPE OF TRADEMARK. THEY CONSIST OF LETTERS, WORDS, OR NUMBERS THAT
ARE USED TO IDENTIFY A PRODUCT OR SERVICE. EXAMPLES INCLUDE BRAND NAMES LIKE “CocA-CoLA” orR “NIKE.” W ORD MARKS
PROTECT THE TEXTUAL REPRESENTATION OF A BRAND REGARDLESS OF FONT, STYLE, OR COLOR.



DesigN MARKS AND LoGos

DESIGN MARKS INCLUDE LOGOS, SYMBOLS, OR STYLIZED IMAGES THAT REPRESENT A BRAND. THESE MARKS ARE VISUALLY
DISTINCTIVE AND SERVE AS A GRAPHICAL IDENTIFIER. FOR INSTANCE, THE NIKE “SWOOSH” OR THE APPLE LOGO ARE DESIGN
MARKS THAT HAVE ACHIEVED STRONG TRADEMARK PROTECTION DUE TO THEIR UNIQUENESS AND RECOGNITION.

SLOGANS AND T AGLINES

SLOGANS OR TAGLINES USED IN ADVERTISING CAN ALSO BE TRADEMARKED IF THEY SERVE TO IDENTIFY AND DISTINGUISH THE
SOURCE OF GOODS OR SERVICES. A SLOGAN MUST BE DISTINCTIVE AND NOT MERELY DESCRIPTIVE TO QUALIFY. FOR EXAMPLE,
“JusT Do IT” IS A REGISTERED TRADEMARK OWNED BY NIKE.

SouND MARKS

SOUND MARKS ARE DISTINCTIVE SOUNDS ASSOCIATED WITH A BRAND, SUCH AS THE MGM LION’S ROAR OR THE INTEL CHIME.
THESE AUDITORY SYMBOLS CAN BE TRADEMARKED IF THEY ARE UNIQUELY LINKED TO A PRODUCT OR SERVICE AND RECOGNIZED BY
CONSUMERS.

CoLor AND SHAPE MARKS

IN sOME CASES, SPECIFIC COLORS OR SHAPES CAN BE TRADEMARKED IF THEY HAVE ACQUIRED DISTINCTIVENESS AND ARE
STRONGLY ASSOCIATED WITH A BRAND. FOR EXAMPLE, THE UNIQUE SHAPE OF THE Coca-CoLA BOTTLE OR THE TIFFANY & Co.
BLUE COLOR ARE PROTECTED TRADEMARKS.

WHAT A TRADEMARK CANNOT BE

DESPITE THE BROAD RANGE OF PROTECTABLE MARKS, CERTAIN ELEMENTS CANNOT BE REGISTERED OR PROTECTED AS TRADEMARKS.
THE PHRASE “A TRADEMARK CAN BE ANY OF THE FOLLOWING EXCEPT A” HIGHLIGHTS THAT SOME CATEGORIES ARE EXPLICITLY
EXCLUDED UNDER TRADEMARK LAW BECAUSE THEY DO NOT FULFILL THE CRITERIA OF DISTINCTIVENESS OR NON-FUNCTIONALITY.

GENERIC TERMS

GENERIC TERMS REFER TO THE COMMON NAME OF A PRODUCT OR SERVICE. THESE TERMS CANNOT BE TRADEMARKED BECAUSE THEY
ARE NECESSARY FOR COMPETITORS TO DESCRIBE THEIR OWN GOODS OR SERVICES. FOR EXAMPLE, THE WORD “COMPUTER”
CANNOT BE TRADEMARKED FOR COMPUTERS BECAUSE IT IS THE GENERIC NAME OF THE PRODUCT.

DescriPTIVE TERMS WITHOUT SECONDARY MEANING

A DESCRIPTIVE TERM MERELY DESCRIBES A CHARACTERISTIC, FUNCTION, OR QUALITY OF A PRODUCT OR SERVICE. SUCH TERMS
ARE NOT INHERENTLY DISTINCTIVE AND ARE GENERALLY NOT REGISTRABLE UNLESS THEY HAVE ACQUIRED SECONDARY
MEANING—MEANING CONSUMERS HAVE COME TO ASSOCIATE THE TERM WITH A PARTICULAR SOURCE. W/ ITHOUT THIS,
DESCRIPTIVE TERMS ARE EXCLUDED FROM TRADEMARK PROTECTION.

FUNCTIONAL FEATURES

FEATURES THAT ARE ESSENTIAL TO THE USE OR PURPOSE OF A PRODUCT CANNOT BE TRADEMARKED. THE FUNCTIONALITY
DOCTRINE PREVENTS TRADEMARK LAW FROM INHIBITING COMPETITION BY ALLOWING EXCLUSIVE RIGHTS TO USEFUL PRODUCT
FEATURES. FOR EXAMPLE, A SPECIFIC SHAPE THAT IMPROVES A PRODUCT’S UTILITY CANNOT BE TRADEMARKED.



DecepTIVE OR IMMORAL MARKS

MARKS THAT ARE DECEPTIVE, MISLEADING, OR CONTRARY TO PUBLIC POLICY ARE NOT ELIGIBLE FOR TRADEMARK PROTECTION.
THIS INCLUDES MARKS THAT FALSELY SUGGEST A CONNECTION WITH PERSONS, INSTITUTIONS, BELIEFS, OR NATIONAL SYMBOLS
OR THOSE THAT ARE SCANDALOUS OR OFFENSIVE.

CoMMoN SyMBoLs AND FLAGS

OFFICIAL SYMBOLS, FLAGS, AND EMBLEMS OF GOVERNMENTS OR INTERNATIONAL ORGANIZATIONS CANNOT BE REGISTERED AS
TRADEMARKS, AS THEY ARE RESERVED FOR PUBLIC USE AND RECOGNITION.

LEGAL PRINCIPLES BEHIND TRADEMARK EXCLUSIONS

THE TRADEMARK SYSTEM IS BUILT ON LEGAL DOCTRINES THAT BALANCE THE INTERESTS OF TRADEMARK OWNERS, COMPETITORS,
AND CONSUMERS. THE EXCLUSIONS FROM TRADEMARK PROTECTION ENSURE THAT THE SYSTEM DOES NOT GRANT MONOPOLIES
OVER COMMON LANGUAGE, FUNCTIONAL PRODUCT ATTRIBUTES, OR PUBLIC SYMBOLS.

DISTINCTIVENESS REQUIREMENT

ONE OF THE FUNDAMENTAL REQUIREMENTS FOR TRADEMARK ELIGIBILITY IS DISTINCTIVENESS. A MARK MUST BE CAPABLE OF
IDENTIFYING THE SOURCE OF GOODS OR SERVICES UNIQUELY. WITHOUT DISTINCTIVENESS, MARKS CANNOT PERFORM THE
ESSENTIAL FUNCTION OF A TRADEMARK, WHICH IS TO DISTINGUISH ONE BUSINESS FROM ANOTHER.

FUNCTIONALITY DOCTRINE

THE FUNCTIONALITY DOCTRINE BARS TRADEMARK PROTECTION FOR FEATURES THAT ARE ESSENTIAL TO THE USE OR PURPOSE OF
A PRODUCT OR AFFECT ITS COST OR QUALITY. THIS DOCTRINE MAINTAINS COMPETITION BY ENSURING THAT COMPETITORS CAN
USE FUNCTIONAL PRODUCT FEATURES FREELY.

PusLIc PoLicY CONSIDERATIONS

TRADEMARK LAW EXCLUDES MARKS THAT ARE DECEPTIVE, SCANDALOUS, OR OFFENSIVE TO UPHOLD PUBLIC INTEREST AND
MORALITY. ADDITIONALLY, OFFICIAL EMBLEMS AND FLAGS ARE EXCLUDED TO PRESERVE THEIR USE FOR GOVERNMENTAL AND
PUBLIC PURPOSES.

ExAMPLES OF NON-TRADEMARKABLE ELEMENTS

PRACTICAL EXAMPLES HELP ILLUSTRATE THE CONCEPT OF WHAT A TRADEMARK CAN BE ANY OF THE FOLLOWING EXCEPT A.
IDENTIFYING REAL-WORLD CASES CLARIFIES THE BOUNDARIES BETWEEN PROTECTABLE AND NON-PROTECTABLE MARKS.

o GENERIC TERM EXAMPLE: THE TERM “APPLE” CANNOT BE TRADEMARKED FOR THE FRUIT ITSELF BUT CAN BE TRADEMARKED
FOR ELECTRONICS BECAUSE IT IS ARBITRARY IN THAT CONTEXT.

o DESCRIPTIVE TERM EXAMPLE: USING “CREAMY” TO DESCRIBE YOGURT TEXTURE IS DESCRIPTIVE AND NOT
TRADEMARKABLE WITHOUT SECONDARY MEANING.

® FUNCTIONAL FEATURE EXAMPLE: THE SHAPE OF A BOTTLE DESIGNED PURELY FOR ERGONOMIC USE CANNOT BE
TRADEMARKED.



o DecerpTIVE MARK EXAMPLE: A MARK IMPLYING A PRODUCT IS ORGANIC WHEN IT IS NOT WOULD BE REFUSED
REGISTRATION.

o OFFICIAL SYMBOL EXAMPLE: THE UNITED STATES FLAG CANNOT BE REGISTERED AS A TRADEMARK.

FREQUENTLY ASkeD QUESTIONS

WHAT TYPES OF MARKS CAN BE REGISTERED AS A TRADEMARK?

A TRADEMARK CAN BE A WORD, PHRASE, SYMBOL, DESIGN, OR A COMBINATION OF THESE THAT IDENTIFIES AND DISTINGUISHES
THE SOURCE OF GOODS OR SERVICES.

CAN A TRADEMARK BE A COLOR OR SOUND?

YES, TRADEMARKS CAN INCLUDE COLORS, SOUNDS, SMELLS, OR EVEN MOTION, AS LONG AS THEY SERVE TO IDENTIFY AND
DISTINGUISH THE GOODS OR SERVICES.

IS A GENERIC TERM ELIGIBLE FOR TRADEMARK REGISTRATION?

NO, GENERIC TERMS CANNOT BE REGISTERED AS TRADEMARKS BECAUSE THEY REFER TO THE GENERAL CATEGORY OF PRODUCTS OR
SERVICES AND DO NOT DISTINGUISH THE SOURCE.

CAN A TRADEMARK BE A FUNCTIONAL FEATURE OF A PRODUCT?

NO, FUNCTIONAL FEATURES THAT ARE ESSENTIAL TO THE USE OR PURPOSE OF A PRODUCT CANNOT BE REGISTERED AS
TRADEMARKS BECAUSE THEY AFFECT COMPETITION.

\WHICH OF THE FOLLOWING CANNOT BE A TRADEMARK: A SLOGAN , A PRODUCT SHAPE, A
GENERIC TERM, OR A LoGo?

A GENERIC TERM CANNOT BE A TRADEMARK BECAUSE IT IS THE COMMON NAME FOR A TYPE OF PRODUCT OR SERVICE AND DOES
NOT IDENTIFY A SPECIFIC SOURCE.

ADDITIONAL RESOURCES

1. TRADEMARK LAW: A PRACTITIONER’S GUIDE

THIS BOOK OFFERS A COMPREHENSIVE OVERVIEW OF TRADEMARK LAW , COVERING THE ESSENTIALS OF TRADEMARK
REGISTRATION, PROTECTION, AND ENFORCEMENT. |T IS DESIGNED FOR BOTH NEW PRACTITIONERS AND EXPERIENCED ATTORNEYS
LOOKING TO DEEPEN THEIR UNDERSTANDING. THE GUIDE INCLUDES PRACTICAL EXAMPLES, CASE STUDIES, AND STRATEGIES FOR
HANDLING COMMON TRADEMARK ISSUES.

2. THE ESSENTIALS OF TRADEMARK PROTECTION

FOCUSING ON THE FUNDAMENTALS, THIS BOOK EXPLAINS HOW TRADEMARKS FUNCTION TO PROTECT BRAND IDENTITY AND
CONSUMER TRUST. |T COVERS THE LEGAL STANDARDS FOR TRADEMARK ELIGIBILITY, THE REGISTRATION PROCESS, AND HOW TO
DEFEND AGAINST INFRINGEMENT CLAIMS. THE AUTHOR ALSO EXPLORES INTERNATIONAL TRADEMARK CONSIDERATIONS AND HOW
BUSINESSES CAN SAFEGUARD THEIR MARKS GLOBALLY.

3. TRADEMARK INFRINGEMENT AND LITIGATION STRATEGIES
THIS TITLE DELVES INTO THE COMPLEXITIES OF TRADEMARK DISPUTES AND LITIGATION. |T PROVIDES READERS WITH DETAILED
INSIGHTS INTO IDENTIFYING INFRINGEMENT , PREPARING LEGAL ARGUMENTS, AND NAVIGATING COURT PROCEDURES. THE BOOK ALSO



DISCUSSES SETTLEMENT OPTIONS AND ALTERNATIVE DISPUTE RESOLUTION METHODS FOR TRADEMARK CONFLICTS.

4. GLoBAL TRADEMARK PRACTICE AND ENFORCEMENT

IDEAL FOR BUSINESSES OPERATING INTERNATIONALLY, THIS BOOK OUTLINES THE CHALLENGES AND STRATEGIES INVOLVED IN
PROTECTING TRADEMARKS ACROSS MULTIPLE JURISDICTIONS. |T EXPLAINS KEY INTERNATIONAL TREATIES, SUCH AS THE MADRID
PROTOCOL, AND OFFERS GUIDANCE ON MANAGING TRADEMARK PORTFOLIOS WORLDWIDE. READERS WILL FIND PRACTICAL ADVICE
FOR OVERCOMING ENFORCEMENT HURDLES IN DIFFERENT LEGAL SYSTEMS.

5. BRANDING AND TRADEMARK STRATEGY

THIS BOOK EXPLORES THE STRATEGIC ROLE OF TRADEMARKS IN BUILDING AND MAINTAINING BRAND VALUE. [T HIGHLIGHTS HOW
EFFECTIVE TRADEMARK MANAGEMENT CAN ENHANCE MARKET POSITION AND CUSTOMER LOYALTY. THE AUTHOR INTEGRATES
MARKETING PRINCIPLES WITH LEGAL FRAMEWORKS TO SHOW HOW TRADEMARKS CONTRIBUTE TO OVERALL BUSINESS SUCCESS.

6. TRADEMARK SEARCHING AND CLEARANCE TECHNIQUES

A VITAL RESOURCE FOR ANYONE INVOLVED IN TRADEMARK SELECTION AND REGISTRATION, THIS BOOK COVERS METHODS FOR
CONDUCTING THOROUGH TRADEMARK SEARCHES. |T EXPLAINS HOW TO IDENTIFY POTENTIAL CONFLICTS AND ASSESS THE RISK OF
INFRINGEMENT BEFORE FILING. THE GUIDE ALSO DISCUSSES THE USE OF DATABASES, SEARCH TOOLS, AND PROFESSIONAL SERVICES
IN THE CLEARANCE PROCESS.

7. LICENSING AND ASSIGNING TRADEMARKS

THIS TEXT PROVIDES AN IN-DEPTH LOOK AT THE COMMERCIAL USE OF TRADEMARKS THROUGH LICENSING AND ASSIGNMENT
AGREEMENTS. |T DISCUSSES KEY CONTRACTUAL PROVISIONS, NEGOTIATION TACTICS, AND LEGAL CONSIDERATIONS TO PROTECT
TRADEMARK OWNERS’ INTERESTS. THE BOOK ALSO ADDRESSES HOW TO MAINTAIN TRADEMARK RIGHTS DURING AND AFTER
LICENSING ARRANGEMENTS.

8. TrADEMARK COUNTERFEITING AND ENFORCEMENT TACTICS

FOCUSED ON COMBATING COUNTERFEIT GOODS, THIS BOOK EXAMINES THE IMPACT OF TRADEMARK COUNTERFEITING ON
BUSINESSES AND CONSUMERS. |T DETAILS ENFORCEMENT STRATEGIES, INCLUDING CUSTOMS ACTIONS, CIVIL LITIGATION, AND
CRIMINAL PROSECUTION. THE AUTHOR ALSO HIGHLIGHTS COLLABORATION BETWEEN BRAND OWNERS, GOVERNMENTS, AND
INTERNATIONAL ORGANIZATIONS TO TACKLE COUNTERFEITING.

9. DESIGNING DISTINCTIVE TRADEMARKS

THIS CREATIVE GUIDE EMPHASIZES THE IMPORTANCE OF DISTINCTIVENESS IN TRADEMARK DESIGN. |T COVERS THE LEGAL CRITERIA
FOR WHAT MAKES A TRADEMARK PROTECTABLE AND OFFERS PRACTICAL ADVICE ON DEVELOPING UNIQUE AND MEMORABLE MARKS.
THE BOOK INCLUDES CASE STUDIES OF SUCCESSFUL TRADEMARKS AND TIPS FOR AVOIDING COMMON PITFALLS IN DESIGN AND
BRANDING.
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